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Offic Action Summary 


Application N 

09/669,492 
Examiner 

Huy K. Mai 


Applicant(s) 

IFERGAN ET AL 


2873 


TsHORtInEO statutory period for reply is set to expire , MONTH(S) PROM 

' earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) S Responsive to communication(s) filed on Se ptember 2000 . 

*-^:^ciMAi 2b)^ TIlis action is non-final. 

2a)n This action IS FINAL. ^o)^ ""^ « oc. tho mprit<? is 

3 0 Since this application is in condition for a-™xcep^^^^^^^^ ^5 
closed in accorxlance with the practice under Ex parte Quayle, 1 935 c.u. n , 

Disposition of Claims 

4) S Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 12 Claim(s) 1:26 is/are rejected. 

7) 0 Ciaim(s) is/are objected to. 

8) Q Claims are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 
10)S The drawing(s) filed on SegL2L2QQ0 is/are objected to by the Examiner. 

II) D The proposed drawing correction filed on is: a)D approved b)^ disapproved. 


12)0 The oath or declaration is objected to by the Examiner. 


Priority under 35 U.S.C. § 119 
1 3)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or ( ) 

a)DAII b)n Some*c)n None of: 

1 □ certified copies of the priority documents have been received. 
2.n certified copies of the priority documents have been received in Application No. 


14)0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 


Attachment(s) 


15) S Notice of References Cited (PTO-892) 

16) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 

17) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 


18) □ Interview Summary (PTO.413) Paper No(s). — 

1 9) □ Notice of Informal Patent Application (PTO-1 52) 

20) 11] Other: 


JS Patent and Trademark Office 
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Application/Control Number: 09/669,492 
Art Unit: 2873 

DETAILED ACTION 
Oath/Declaration 

1. The declaration filed on Jan. 16, 2001 is acceptable. 

I 

Drawings 

THC dr.«in.. are *c,ed .0 as Ming to comply wi.h 37 CFR l .S4(pH5) becau« .hey 
do „„. Mude .he Mowing reference »ign(s) mentioned in .he description: «3r. -BJ" and -34". 
Correction is required. 

C/o/w Rejections - 35 VSC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

spec...o„ .an cone.. o. Pa-.. PO^^ ^ «^ 

C,.i.s 10-25 are reiected under 35 U.S.C. 1.2, second paragraph, as being indef.ni.e for 
Mi„, .0 par^cularly poin. ou, and dis.inc.ly Cai. .he snhjec. n^.er which applicant regards as 

the invention. 

The phrase "a primary eyeglass frame having... temporal members connected at spaced locations 

• fi. " rnl.im 10 lines 2-3) is unclear. Does the applicant mean by -temporal 
to said primary frame (claim lu, imes z j; is 

^e" (Cain, 13. line 3; Cairn ,5. line 3) and "s.d secondary f*.n,e" (Cain, 14. lines 1-2, have 
„o anteceden. basis. The p.ase "said primary .ame means" (Cain, 22, line 4) has no antecedent 

basis. 

The remaining claims are dependent upon .he above reject, base Cain, and .bus inhen. .he 
deficiency thereof 

Claim Rejections - 35 VSC § 102 


4. 
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Application/Control Number: 09/669,492 
Art Unit: 2873 

r- * 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the mvention was described in a patent granted on an ^Pf-^^ J^^^S^^^^^^ 

IL before .he invent.cn toeof by *-PP ^-^^^ P^J^^^^^^^^^ th'e invention 

has fiilfilled the requirements of paragraphs (1), (2), and W oi secuon j / 1 w 

thereof by the apphcant for patent. 

6. Claims 1,4,7,8. are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Zelman (6,139,142). 

The limitations in claims 1,4,7,8 are shown in Zelman's Fig. 1-3. 

aaim Rejections -35VSC§10S 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

manner in which the invention was made. 

8. Claims 2,3,5,6,7-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Zelman in view of Masumaga (5,431,506). 

Zelman discloses the claimed invention, but does not disclose at least one portion of one 
of the primary eyeglass frame and the auxiliary eyeglass frame comprising of a shape memory 

alloy. 

At least one portion of the eyeglass frame being made of a shape memory alloy is 
commonly known in the art as taught by Masumaga, for example, for the purposes of a pair of 
eyeglasses with shape memory. The materials of a shape memory alloy such as NiTi or CuAlBe 
are known in the art. 
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Art Unit: 2873 

It would have been obvious at the time the invention was made to a person having 
ordinary skill in this art to modify the Zelman device by forming at least one portion of the 
eyeglass frame with a shape memory alloy in light of Masumaga's teaching for the same purpose 
as the applicant does. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Huy K. Mai whose telephone number is (703) 308-4874. The 
examiner can normally be reached on M-F (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Georgia Y. Epps can be reached on (703) 308-4883, The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-7722 for regular 
communications and (703) 308-7724 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0956. 



HKM/ 

July 13, 2001 


Huy Mai 
Prtmary Examiner 


